
858 J NOTE /uJrm.,J of illlNk-tru.,J I-'rnpm, u. ..... Prartia, 2006. "<It I, :'<0. lJ 

Is cross-border relief in European patent 
1· ·· cl _ltlganon at an en ~ _ . 

Marc Doring and Francis van Velsen* 

The ECI docisirln.5 iD w\ T v [ilK and RodJe v Primus 
appear 10 have prollihilOO (roS-s. oordtr r-e li~f, bring. 
ing the l)~LI,h ~nd the Gernnl! p~teDI~ ~Qul1$ (which 
wcr..- "illing to gmnt sudt rdict in certa.in circum
stances) in line ''>'illl the Engli~h Paten!s Court (" 'hich 
has 31",';l}'S felL~ to sr.lnl .\u,h relieO. HO"'ol'''ef. the 
d<'Ci~[)n.s slill enable Ihe Duld, and Ge-rman palents 
COllrtS 10 cominue 10 granl cross· border relief in cer· 
tain drcumstlll1CCs. Whether Ihl:)' will do 50 ttn19ins 
to ~km, 

Llefore the Eel deQsion~ the Dlltch Sllpreme 
Court rollside.r~ that is~UL'S of infringement and 
"ahdit)" of a European p;lleot--\"hi(]\ by "inue of 
Ihe Euro~n P~tent Conwntiort ('EI>C' ) i$ construed 
(at lellSt in theory) in the- SlImc way across EPC 
1'.Iember Statesl

- are S<."PaJ'ilble. According))' Article 
12(4) of the Brusscl~ Regulation. ",hkh e:qJrcssly 
resen'e$ juri.diction r..'gIl~dil,g P"Ile'nt ,..,lidily 10 the 
couTU of I he '0\1 !ltry "'hue tlw patent is regislefoo. 
does 1101 prevent a national court from d~tenmi.lling 

the issue of infrit)gemem of a European P"Itent (or 
olher EU MembC'r States and. in appropriate circLlm
$tilliCi'S, g,ralllilig ('n)$S· border rdie<f. 

In Il«he v friml1S the PUtdl SUI~remii! Court onl)' 
rC'fcrrcd queslions tolhe Eel in r~poct {If jurisdiction 
rebling 10 th.e I\On· Dlllch·ba.sed European Roehe 
companics. In relation to the Dllt,h and Ihe 
US-baMd RUChe cOIllpmil.'S (ie the 1131 tonal amd 
non-EU defend,mls). the Dutdl SupTeme Court held 
in 3cc(Jrdance "ith Ihe DUICh Code or Civil 
P~d\lrt; 

Th~ m,'fC ful that >, .. ious indicolions rust lb.t • 
forelS" pan ofilhe ""t'OJ>e:l1'l P'lI~n i~ llw:1I1.-1. ~'~L i 
tul~ no re"",n ror Ille court 10 hold bock from :1 

deci.ion rq;.mIi111! infrill&'"ffiC'llI by • party ilg~ 
whom IlL.> coun has (for Ihal man .. ,) d .. lumintd [0 

be coll1p"lcnl! a !:nnted potntl is ,'"'HI unli) it is 
...... -uk.-d m inv-.ilicbtC'd. 

• SlrIIfDOM. .;5: S.,j~ [ ... It: ~1:ar&:.don~J1IOIb·_mol1:L.roll'l 

e 1'lIC' .~ .. I ::!0Q6.J. ~ by (Jidi,rd elt~'dl~ty Ptf:IL ,UI r.pt. f c:iid'\td. 

TlIu.s. the Dutch Supren~ Court d.istinguimed 
~L Wt'tn [hose dtfelidant$ ill i'clatiOn to whit'.h i I 
cO[l$ideroo the Ilru~1s R~u13Hol1 ~pplk;:lble (ie 
llen-DuICh E-urope1l11 dd("IId.1I1ts) Bod those in rela
tiot! to "'bicb the- Bmssels ~ul:atioti is itlappl'i(';lble 
bul natioD3l I~", aPllIi~ (ie non -EU derend~u ,u\d 
prclC(.-cdin~ between l1allol1,,1 partio:s). For example, 
bllowin& Roclr.e " Pt;JtJrts, the SuprelU~ Court ruleod 
~imilBJly in Plrilips v Posudr on 19 March 2004 mn
c(.'rnill\l llon-EU-bas.OO d.C'fendsmlS, S'ayi.n.g 

if th~ llutcih <o"-rt h ... juri.dktion ba5<'d 011 ~ny 

(~no!t:1l ) illri~i(!lioll flt'Ovi&iofl ill ~P«l of 3 d~ i m 

rcgJrcling infringcf11t'1ll of a rorcigJI inldlKlual prop
<rt)' ~ight . it ha! in principle-. if ""lucn.d by Ih~ cwm· 
~ftl. also jurisd'i>Clion 11) gi~ 3 cM.ss-bordtr injlln(!lion 

wilb r<"gJi.d 10 arts commiltoo by th~ d~r~ndant 

ouuiM the [lutclil terrilOl}, nil: .lame aPl'lio:! for 
tnttrim injunniQn I'roc~in~ incspt'c(j,'t o( rhe 
ground on whim lh. i"ri~iC1ion '" ~. 

TIiIe- DutdlCollrt of Appe"dJ ill Fokktl' to Pllflel4roM OIl 

14 Ma rch 2005 (after the AtIQmey·C~ner-a I ·$ Opin
ions in GA T v LuK and Rodll: v Primlls w('Tt issued 
in September !0(4) aC~"ep\ed cross· border jtlrisdi,· 
lion against anal lenal drfC'ndant, on the b:tSis of 
th~ rcasoninspul forward by th~ Dutch Supremc 
Court ill RA.alt. " Prim,l'>, Iha! SO long as the p~tenl 
in ~uil is in furce. it is cOllsidered ~·alid. 

However, the ECI in GA T " l.uK confimls lh"I 
Article 11(4) applies a~ 50DII a.s the v:di.ditf of the 
forcigm E.uropean patcllt is pu t in isslle ( in(~i\'c 

of dQluicil.e or ,he l'cl~ation ,,'here tbe allegoo \'TOllg· 
fu l act fook placc). prcventin.s courts estalJli$hin.s 
cruss·oordrr juri.!dictioJil ow£ bolh. EU defendalU:$ 
~nd !i!Oll-EU defendants·, 

1111 con tmst 10 Ihe approBch by thc Dulch Court 
of Appeal1S\lp~me COli", [be District Court of 
'11Ie- Hague'~ approach to dettlirmining ,rO$S-bordcr 

I TM'I:- ur Atfririitly JI • .1'(: rotiIfl«l~ i'WQ,. 11IiC~ !4 fIIlhr 2:50 ~_u 
~ IUIt:fo I}.L.N tl..b l1l)I .a ... ,lnh. 



ECJ ruling against European cross-border relief will
provide further impetus for a European Patents Court

On 13 July 2006, the long awaited decisions of the
European Court of Justice (ECJ) were given in the cases
of GAT v LuK1 and Roche v Primus2. To the
disappointment of some, the ECJ appears to have
prohibited cross-border relief, bringing the Dutch and the
German patents courts (which were willing to grant such
relief in certain circumstances) in line with the English
patents court (which has always refused to grant such
relief). However, the decisions are such that both the
Dutch and German patents courts may continue to grant
cross-border relief in certain circumstances. Whether they
do so or not, will have to be seen. However, the
decisions will undoubtedly provide further impetus for
many in industry to call for a centralised European
Patents Court to be established as soon as possible,
enabling parties to litigate European patents on a
Europe-wide basis.

This article reviews the background to the two ECJ
decisions, the decisions themselves and their likely
impact on the future availability of cross-border relief
from the Dutch and German courts.

Background

In the 1970s, the European Patent Convention (EPC)
established a new system of patent law and a new
patent granting authority for all contracting states, the
European Patent Office (EPO). The EPO grants “European
patents” under the EPC which, upon grant, take effect
as separate national patents (and not as a single unitary
right) in each of the contracting states designated by the
patentee3. Once granted, it is open to parties to litigate

the validity and/or infringement of a European patent in
each of the national courts of each of the designated
contracting states – eg parties can litigate the European
Patent (Germany) in the German courts, the European
Patent (UK) in the UK courts and so on. Apart from
decisions by the EPO regarding validity of a European
patent in oppositions to the grant of the patent (filed
within 9 months after grant), there is no centralised
court which can decide issues of validity or infringement
in respect of a European patent on a Europe-wide basis.

In accordance with the EPC, contracting states
harmonised their national laws as to patentability so
that, as far as possible, the national courts of each
contracting state would approach the issue of the validity
of granted European patents in the same way as the
EPO4. The harmonised law also included rules as to the
interpretation of patent claims. This in turn meant (at
least in theory) that the law as to whether a product or
process claimed by the patent falls within the claims of a
patent for purposes of infringement was also
substantially harmonised across the contracting states.
However, absent a centralised court, over the last 30
years the law has received differing interpretations by the
different national courts of the contracting states.

Further complexity is provided by the Brussels
Convention on Jurisdiction and the Recognition and
Enforcement of Judgments in Civil and Commercial
Matters now re-enacted by the ‘Brussels Regulation’
(Council Regulation (EC) No. 44/2001)5. The starting
point in the Brussels Regulation is that a defendant
should be sued in the EU member state where he is
based (‘domiciled’) no matter where in the European

1 Gesellschaft für Antriebstechnik mbH & Co KG v Lamellen und Kupplungsbau Beteiligungs KG, Case C-4/03 on a request for a preliminary
ruling by the Oberlandesgericht (Higher Regional Court) of Düsseldorf, Germany.

2 Roche Nederland BV and others v Dr Frederick James Primus and another, C-539/03 on a request for a preliminary ruling by the Hoge Raad
(Supreme Court) of The Netherlands.

3 There are currently 31 EPC contracting states, including 24 of the 25 EU member states (Malta has not acceded to the EPC).
4 In addition to the EPC, a number of EU countries including The Netherlands, Germany and the UK have acceded to and ratified The Convention

on the Unification of Certain Points of Substantive Law on Patents for Invention (‘Strasbourg Convention’ 1963).
5 Denmark is the only EU member state not to have ratified the Brussels Regulation, but the Brussels Convention continues to apply in relation to

Denmark.

11 August 2006 www.simmons-simmons.com

Francis
Rectangle

Francis
Rectangle

Francis
Rectangle



Union the wrongful act has taken place and irrespective
of the defendant’s nationality (Article 2). However, the
defendant may alternatively be sued in the EU member
state where the wrongful act (eg an alleged act of
patent infringement) took place (Article 5(3)) irrespective
of the defendant’s domicile. Furthermore, Article 6(1)
allows several defendants to be sued in the state of
domicile of any one of them where there is a risk of
“irreconcilable decisions”. Once one court has been
properly “seised” of a dispute (that is, the necessary
formalities under national law for the commencement of
proceedings have been complied with), all other courts in
the European Union are obliged to decline jurisdiction
(Article 27(1)), although notably they are permitted to
grant interim relief in accordance with their own national
laws where appropriate (Article 31). Finally, Article 22(4)
expressly reserves jurisdiction regarding patent validity to
the courts of the country where the patent is registered.

The practical effect of the EPC and Brussels Regulation is
that patent litigation in Europe is often complex, and
parties will often select countries in which to commence
proceedings on the basis of the perceived advantages of
local procedures and other tactical considerations, rather
than any substantive consideration of the most
objectively appropriate court (so-called ‘forum
shopping’). In particular, patentees and companies
fearing infringement proceedings seek to exploit the
jurisdictional rules of the Brussels Regulation to choose a
court which will enable the dispute to be resolved rapidly
(for the patentee) or slowly (by the putative infringer). In
relation to the latter, in addition to commencing
proceedings before the courts of a country whose
procedures are slow, a putative infringer may also seek
from that court a declaratory judgment of non-
infringement not only of the local national patent but
also of all foreign counterparts throughout Europe. If the
patentee then brings infringement proceedings in any

other EU member state, the courts of that state must
stay the proceedings (in accordance with Article 27(1),
above) until the original court has made its own decision
as to jurisdiction which might take many months or even
years. Such a declaratory action is known as a “torpedo”
action.

For many years it has been argued (successfully, in
certain cases, before the Dutch and German courts) that
the rules of the Brussels Regulation allow a patentee to
ask a single court in Europe to decide the issue of
infringement of a European patent in all relevant EU
countries, the patentee often seeking a cross-border
injunction by way of relief – ie an injunction to restrain
acts of infringement in all relevant EU countries in which
the European patent has been granted. In the
Netherlands, for example, the Dutch court ruled6 that it
could grant a pan-European injunction when the
company with the key responsibility for the infringing
activity occurring in other EU member states was based
in the Netherlands (or where the controlling company
was entirely outside the EU, for example in the US) – the
so-called ‘spider in the web’ doctrine. This view has also
been shared by the Düsseldorf court. Patent lawyers and
the national courts of EU member states have therefore
long awaited an authoritative decision by the ECJ on the
underlying jurisdictional questions relating to the above
‘procedural games’. Until the most recent decisions, all
the cases that had previously been referred to the ECJ
settled prior to any Judgment being given.

Both GAT-v-LuK and Roche-v-Primus concerned attempts
to avoid the need to litigate separately in each EU
member state essentially the same issues in relation to
alleged infringing activities. Accordingly, each case
sought clarification of the operation of the Brussels
Regulation, specifically Article 22(4) in the case of GAT-v-
LuK, and Article 6(1) in the case of Roche-v-Primus. As
mentioned above, the starting point of the Regulation is

2
6 Expandable-Grafts Partnership -v- Boston Scientific BV.  Court of

Appeal, The Hague: 23 April 1998.



that a defendant should be sued in the EU member state
where he is domiciled, no matter where in the European
Union the wrongful act has taken place (Article 2).
However, the defendant also may be sued in the EU
member state where the alleged act of patent
infringement took place (Article 5(3)). Furthermore,
Article 6(1) also allows in certain circumstances several
defendants to be sued in the state of domicile of any
one of them. Finally, Article 22(4) expressly reserves
jurisdiction regarding patent validity to the courts of the
country where the patent is registered.

Specifically, Article 6(1) reads:

“A person domiciled in a Member State may also be
sued:

(1) where he is one of a number of defendants, in the
courts for the place where any one of them is
domiciled, provided the claims are so closely
connected that it is expedient to hear and determine
them together to avoid the risk of irreconcilable
judgments resulting from separate proceedings;” 

Thus the scope of this article depends on how the terms
“closely connected” (in respect of the claim(s) against
defendants domiciled in the country in which the action
is commenced, on the one hand, and claim(s) against
defendants not domiciled in the country in which the
action is commenced, on the other hand), and
“irreconcilable judgments” (in respect of the outcome of
the potentially separate proceedings) are defined.

Article 22(4) reads:

“The following courts shall have exclusive jurisdiction,
regardless of domicile:

(4) in proceedings concerned with the registration or
validity of patents, trade marks, designs, or other
similar rights required to be deposited or registered,

the courts of the Member State in which the deposit
or registration has been applied for, has taken place
or is under the terms of a Community instrument or
an international convention deemed to have taken
place.” 

The question is would a declaratory action for non-
infringement in which the claimant pleads invalidity of
the patent as part of its case on non-infringement be
proceedings “concerned with the … validity of [the]
patent”?

Finally, Article 27 states that “related actions” involving
the same cause of action and parties should only be
brought in one member state court, the court in which
the action is first commenced. 

Article 27(1) reads:

“Where proceedings involving the same cause of action
and between the same parties are brought in the courts
of different Member States, any court other than the
court first seised shall of its own motion stay its
proceedings until such time as the jurisdiction of the
court first seised is established.”

The ECJ decisions

GAT v LuK

GAT and LuK are both German companies competing in
the field of motor vehicle technology. GAT offered to
supply hydraulic shock absorbers to Ford-Werke AG, a
German based motor vehicle manufacturer. LuK alleged
that the said shock absorbers infringed two of its French
patents.

GAT brought a declaratory action before the Landgericht
(Regional Court), Düsseldorf to establish that it did not
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infringe the French patents and, notably, pleaded
invalidity of the French patents as part of its case on
non-infringement. The Landgericht Düsseldorf considered
that it had jurisdiction to adjudicate upon the action
relating to the alleged infringement of the French
patents as well as the claim to the alleged invalidity of
those patents (which it determined in accordance with
French patent law). Under German law (as in other
European jurisdictions), if invalidity of any foreign patents
is pleaded either by a claimant in a declaratory action (as
here), or by means of a defence to an infringement
action (rather than by way of a separate claim) any court
ruling would have inter partes effect only, and would not
affect the validity of the patent erga omnes. The
Landgericht dismissed the action brought by GAT, finding
that the patents were valid.

On appeal by GAT, the Oberlandesgericht (Higher
Regional Court), Düsseldorf decided to stay the
proceedings and referred the following question to the
ECJ for a preliminary ruling:

“Should Article 16(4) of the Convention [equivalent to
Article 22(4) of the Regulation – see above] … be
interpreted as meaning that the exclusive jurisdiction
conferred by that provision on the courts of the
Contracting State in which the deposit or registration of
a patent has been applied for [in this case France], has
taken place or is deemed to have taken place under the
terms of an international convention only applies if
proceedings (with erga omnes effect) are brought to
declare the patent invalid or are proceedings concerned
with the validity of patents within the meaning of the
aforementioned provision where the defendant in a
patent infringement action or the claimant in a
declaratory action to establish that a patent is not
infringed pleads that the patent is invalid or void and
that there is also no patent infringement for that reason
[as GAT had done in this case], irrespective of whether

the court seised of the proceedings considers the plea in
objection to be substantiated or unsubstantiated and of
when the plea in objection is raised in the course of
proceedings?”

In summary, the issue to be considered by the ECJ was
could the German courts determine whether GAT’s
proposed activities in France would infringe LuK’s French
patents, given that GAT had merely sought a declaration
in an infraction that the French patents were invalid, or
does the exclusive jurisdiction of Article 22(4) (see above)
apply whenever, and however, the putative infringer has
brought invalidity into issue?

The ECJ held that although the scope of Article 22(4)
could not be established from its wording, Article 22
must be interpreted by reference to its objective and in
the context of the rest of the Regulation. The ECJ held
that given that Article 22(4) seeks to ensure that
jurisdiction rests with those courts most closely linked to
the proceedings in fact and law, the French courts (the
courts of the member state in which the patents had
been registered) would have exclusive jurisdiction
whichever form of proceedings had been used to put the
validity of the patents in issue (ie irrespective of whether
validity of the patent had been raised by the claimant in
declaratory proceedings (as it had been by GAT), by way
of a defence to an infringement action, or by the
defendant having brought a claim for invalidity of the
patent). The ECJ considered that to allow national courts
the freedom to rule inter partes on validity of foreign
patents would increase the risk of conflicting decisions
and undermine the mandatory nature of Article 22(4).

Therefore, the ECJ decision confirms the fact that Article
22(4) applies as soon as validity of the foreign European
patent(s) is put in issue (irrespective of domicile or the
location where the alleged wrongful act took place),
preventing courts establishing cross-border jurisdiction
over both EU defendants and non-EU defendants. 
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Roche v Primus

The inventors and proprietors of a European patent
relating to monospecific antibodies for carcinoembryonic
antigens, Dr Primus and Dr Goldenberg, brought an
action before the District Court of the Hague against
Roche Nederland BV, a Dutch company, and eight other
companies in the Roche group based in the United
States, Belgium, Germany, France, the United Kingdom,
Switzerland, Austria and Sweden, respectively.

Primus and Goldenberg (who were based in the US)
claimed that all the Roche companies had infringed their
patent by selling immuno-assay kits in each of the
countries where the individual defendants are based. The
eight Roche companies not based in the Netherlands
contested the jurisdiction of the Dutch courts on the
basis they did not infringe and contested the validity of
the local patents. The court considered that it had
jurisdiction but found against Primus and Goldenberg.

On appeal, the Dutch Court of Appeal set aside the first
instance judgment and, inter alia, prohibited the non-
Dutch Roche companies from infringing the patent in all
the countries for which it was granted. The Hoge Raad
(Dutch Supreme Court) subsequently stayed the
proceedings and referred the following questions to the
ECJ for a preliminary ruling:

“(1) Is there a connection, as required for the application
of Article 6(1) of the Brussels Convention, between a
patent infringement action brought by a holder of a
European patent against a defendant having its
registered office in the State of the court in which the
proceedings are brought, on the one hand, and
against various defendants having their registered
offices in Contracting States other than that of the
State of the court in which the proceedings are
brought, on the other hand, who, according to the
patent holder, are infringing that patent in one or
more other Contracting States?

(2) If the answer to Question 1 is not or not unreservedly
in the affirmative, in what circumstances is such a
connection deemed to exist, and is it relevant in this
context whether, for example,

n the defendants form part of one and the same group
of companies?

n the defendants are acting together on the basis of a
common policy, and if so is the place from which that
policy originates relevant?

n the alleged infringing acts of the various defendants
are the same or virtually the same?”

In summary, the issue raised by the Dutch Supreme
Court was whether the Dutch courts could grant an
injunction to patentees pursuant to Article 6(1) of the
Regulation not only in respect of the infringement of a
local patent but also for infringement by other
companies of the corresponding patents in EU member
states and, if so, what was the requisite relationship
between the infringing companies (ie addressing the
issues that the Dutch courts had considered in
propounding the ‘spider in the web’ doctrine mentioned
above)?

If one member state’s courts could exercise jurisdiction to
decide these matters beyond its borders, then the courts
of other member states would have to decline
jurisdiction and wait for, and then give effect to, the first
court’s ruling in accordance with Article 27 of the
Brussels Regulation. As already discussed, from a
litigation tactics point of view, the result would be that a
litigant could pick either a fast or slow court to decide
the matter as it wished, knowing that its opponent
would then be unable to have the matter decided in
another state on a different timescale; also this would
allow smaller litigants such as Primus and Goldenberg to
take on large opponents such as Roche more cheaply via
one central enforcement action.
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The ECJ took the questions together and considered
whether Article 6(1) applies to patent infringement
proceedings involving a number of companies in various
contracting states in respect of acts committed in one or
more of those states and, in particular, the situation
where those companies, which belong to the same
group, have acted in an identical or similar manner in
accordance with a common policy elaborated by one of
them. The ECJ reaffirmed the formulation in Kalfelis7 that
for Article 6(1) to apply there must exist between the
various actions brought by the same claimant against
different defendants, a connection of such kind that it is
expedient to determine the action together in order to
avoid the risk of irreconcilable judgments resulting from
separate proceedings. 

However, the ECJ did not consider it necessary to decide
whether “irreconcilable judgments” resulting from
potentially separate proceedings meant either (i) merely
involving the risk of conflicting decisions, or (ii) entailing
legal consequences which are mutually exclusive. The
ECJ held that8:

“…even assuming that the concept of ‘irreconcilable’
judgments for the purposes of the application of Article
6(1) … must be understood in the broad sense of
contradictory decisions, there is no risk of such decisions
being given in European patent infringement
proceedings brought in different Contracting States
involving a number of defendants domiciled in those
States in respect of acts committed in their territory.”

Notably, the ECJ held that in order for decisions to be
regarded as contradictory, it is not sufficient that there
only be a divergence in the outcome of the dispute, but
that the divergence must also arise in the context of the
same situation of law and fact. 

The ECJ held that in Roche-v-Primus, which concerned
European patent infringement proceedings involving a
number of companies established in various member
states in respect of acts committed in one or more of

those states, the existence of the same factual scenario
could not be inferred, since the defendants were
different and the infringements they were accused of,
committed in different contracting states, were not the
same. The ECJ held that possible divergences between
decisions given by the courts of each member state
would not arise in the context of the same factual
situation and would not satisfy the requirement of
“irreconcilable judgments” in Kalfelis. 

The ECJ warned that a different view would only
encourage the practice of forum shopping which Kalfelis
sought to prevent. Accordingly, the ECJ held that Article
6(1) does not provide jurisdiction in European patent
infringement proceedings. 

The Netherlands

The view taken by the English courts (as well as the
German courts in Mannheim) is that issues of
infringement and validity of a European patent are
inseparable and therefore Article 22(4) of the Brussels
Regulation prevents a national court from deciding the
issue of infringement for other EU Member States
whenever and however invalidity is raised (see Coin
Controls -v- Suzo9).

However, the view of the Dutch Supreme Court (which
the German courts in Düsseldorf have also tended to
follow, see below) is that issues of infringement and
validity of a European patent (which by virtue of the EPC
is construed (at least in theory) in the same way across
EPC member states (including all the EU countries save
Malta)) are separable, and therefore Article 22(4) of the
Brussels Regulation does not prevent a national court
from deciding on the issue of infringement of a
European patent for other EU member states and, in
appropriate circumstances, granting a cross-border
injunction. 

6

7 Kalfelis -v- Schröder Case 189/87
8 At paragraph 25 of the Judgment
9 Coin Controls Ltd -v- Suzo International (UK) Ltd & Others [1997] 3
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It is important to note that in the Roche-v-Primus case
itself, the Dutch Supreme Court only referred questions
to the ECJ in respect of jurisdiction relating to the non-
Dutch based European Roche companies. In relation to
the Dutch and the US based Roche companies (ie the
national and non-EU defendants), the Dutch Supreme
court held in accordance with the Dutch Code of Civil
Procedure:

“The mere fact that serious indications exist that a
foreign part of the European patent is invalid, constitutes
no reason for the court to hold back from a decision
regarding infringement by a party against whom the
court has (for that matter) determined to be competent:
a granted patent is valid until it is revoked or
invalidated.” 

Thus, the Dutch Supreme Court distinguished between
those defendants in relation to which it considered the
Brussels Regulation applied (ie non-Dutch European
defendants) and those in relation to which the Brussels
Regulation does not apply, but national law applies (ie
non-EU defendants and proceedings between national
parties). For example, following the Roche-v-Primus
decision, the Supreme Court ruled similarly in the case of
Philips-v-Postech on 19 March 2004 concerning non-EU
based defendants. The Supreme Court held:

“[..] if the Dutch court has jurisdiction based on any
(general) jurisdiction provision in respect of a claim
regarding infringement of a foreign intellectual property
right, it has in principle, if requested by the claimant,
also jurisdiction to give a cross-border injunction with
regard to acts committed by the defendant outside the
Dutch territory. The same applies for interim injunction
proceedings irrespective of the ground on which the
jurisdiction is based.” 

The Dutch Court of Appeal in Fokker-v-Parteurosa on 24
March 2005 (after the Attorney-General’s Opinion had
been given in GAT-v-LuK and Roche-v-Primus in

September 2004) accepted cross-border jurisdiction
against a national defendant, on the basis of the
reasoning put forward by the Dutch Supreme Court in
Roche-v-Primus (above), namely that so long as the
patent in suit is in force, it is considered to be valid.

However, as previously mentioned, the ECJ decision in
GAT-v-LuK confirms the fact that Article 22(4) applies as
soon as the validity of the foreign European patent is put
in issue (irrespective of domicile or the location where
the alleged wrongful act took place), preventing courts
establishing cross-border jurisdiction over both EU
defendants and non-EU defendants.

In contrast to the approach by the Dutch Court of
Appeal/Supreme Court, the District Court of The Hague’s
approach to determining cross-border jurisdiction against
national defendants (under Article 2 of the Brussels
Regulation and national law) following the Attorney-
General’s Opinion in GAT-v- LuK and Roche-v-Primus in
September 2004 has been to assess whether the case in
issue is ‘purely’ an infringement case, or whether the
defendant had raised an invalidity defence. In the case of
the latter, the District Court held that it only had
jurisdiction to hear the case in respect of the Dutch
patent and not its foreign counterparts. It is therefore
likely to continue this practice, and consider Article 22(4)
to be applicable irrespective of whether jurisdiction is
based on the Brussels Regulation or national law contrary
to the previous findings of the Dutch Supreme Court. 

In accordance with the previous ECJ decision in Shevill10,
in cases where an European defendant is being sued
before the Dutch courts on the grounds that the
infringement allegedly occurred in The Netherlands (ie
under Article 5(3) of the Brussels Regulation), the District
Court has continued to refuse to grant cross-border relief
in respect of any alleged infringements carried out in
respect of the foreign counterparts of the European
patent11. 
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10 Shevill v Presse Alliance S.A., Case C-68/93
11 The position is the same in relation to non-European defendants where the Dutch

court accepts jurisdiction based on article 5(3) of the Brussels Regulation.
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Therefore, in summary, it would
appear that following the recent ECJ
decisions in GAT-v-LuK and Roche-v-
Primus, the Dutch courts are likely to
continue to assume cross-border
jurisdiction in certain situations, as
follows:

8

Basis for the Proceedings
Cross border relief possible
against EU domiciled defendants?

Article 2 Brussels Regulation

Eg Dutch based company sued in the
Netherlands for infringement of
Dutch and German patents

Yes – unless and until invalidity of
patents put in issue, then Dutch
court will only consider
infringement/validity of the Dutch
patent (GAT-v-LuK) and any other
enforceable non-EU European
patents

Article 5(3) Brussels Regulation

Eg German based company and US
based company sued in the
Netherlands for infringement of both
Dutch and German patents

No

Court will consider infringement by
both companies in relation to the
Dutch patent only (Shevill)

Article 6(1) Brussels Regulation

Eg Dutch based company, German
based company and US based
company sued in the Netherlands in
respect of infringement of both
Dutch and German patents

No

Article 6(1) does not provide the
Dutch court with jurisdiction 
(Roche-v-Primus). 

Therefore, in this example, the Dutch
court would have jurisdiction in
respect of the Dutch based
defendant under Article 2 (see above
comments) and against the German
and US defendants under Article 5(3)
(see above comments).



The ECJ decisions also raise a number of further issues,
as follows:

1 It appears that the ECJ decisions do not apply where
proceedings are brought for a declaration of non-
infringement under Article 2 (eg claim for non-
infringement of Dutch based defendant’s European
(Dutch) patent in the Netherlands) including other
foreign counterparts to that European patent, so long
as the claimant does not seek to assert non-
infringement on the basis that the patent is invalid (as
in GAT-v-LuK).

Have the decisions therefore given encouragement to
a possible Dutch ‘torpedo’, such that Article 27
would prevent other EU member states from
assuming jurisdiction over any infringement
proceedings commenced by the same defendant(s) in
other EU members states in relation to any one of the
foreign counterparts already issue in the Dutch
proceedings? The answer is yes but unlike earlier
torpedoes, this one is a swift one and therefore not
likely to be used.

2 Article 31 allows parties to apply to courts of member
states for “provisional including protective measures
as may be available under the law of that state,
even if the courts of another member state have
jurisdiction...” (emphasis added). Accordingly, even
where a GAT-v-LuK defence is raised and invalidity of
the patent is put in issue, it would appear that parties
will still be able to obtain preliminary relief (which
may include a cross-border injunction) in the Dutch
courts under Article 31 of the Brussels Regulation as
Article 22(4) would appear only to apply to
proceedings on the merits rather than interim
proceedings. 

9

3 Would a Gillette or Formstein type defence (that the
alleged infringement is identical to that disclosed in
the prior art), be sufficient to raise invalidity of the
patent, or are these considered only to be non-
infringement (rather than invalidity) defences?

4 Although the ECJ in GAT-v-LuK held that Article 22(4)
will apply whenever invalidity is put in issue, it did not
comment on whether the ‘strength’ of the invalidity
case was relevant. It will have to be seen whether the
Dutch courts nevertheless continue to assess the
‘seriousness’ of any invalidity pleading, in accordance
with their previous practice, when considering
whether a case is purely an infringement case.

Therefore, although the ECJ appears to have prohibited
cross-border relief, it may still be possible in certain
circumstances before the Dutch courts.
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Germany

In most European countries the court hearing a patent
infringement claim will also take jurisdiction over issues
of validity, whether raised as a defence or as a
counterclaim or both, enabling the court to consider the
scope of the claims once, for assessment of both
infringement and validity. In Germany, however, validity
of German patents is decided by way of separate court
proceedings brought before the Federal Patents Court in
Munich. This means that invalidity cannot be raised per
se as a defence to an infringement claim. However, an
infringement claim may be stayed or suspended pending
the decision on validity by the Federal Patents Court (or
where there are ongoing EPO Opposition proceedings).
In Germany, the practice is generally to stay the
infringement claim only if there is a strong case of
invalidity. Since the procedures of the infringement
courts (the Landgerichte) are often more rapid than
those of the Federal Patents Court (the
Bundespatentgericht), an injunction can be granted in
Germany under a patent which is subsequently revoked. 

Prior to the above ECJ decisions, the Düsseldorf court
has granted a number of cross-border injunctions. In so
doing, the Düsseldorf court divided the cases which
concerned the Brussels Regulation into those which (i)
only have a German based defendant (ie the court has
jurisdiction under Article 2 of the Brussels Regulation); (ii)
where there are several non-German based defendants
in addition to, at least, one German based defendant
(admissible under Article 6(1)); and (iii) the act
complained of had taken place in Germany (admissible
under Article 5(3)).

To date, cross-border relief has not been granted under
article 5(3), but the Düsseldorf court has granted cross-
border injunctions only if it has jurisdiction under Articles
2 or 6(1) (but only on the basis that the parties are
sufficiently ‘connected’ in respect of the latter), or in
relation to preliminary injunction proceedings. For
example, the courts in Germany have held in certain,
exceptional, circumstances that the filing of “torpedo”
proceedings in another jurisdiction can be sufficient by
itself to satisfy the German court to grant an interim
injunction in Germany. 

The Düsseldorf court has also taken the view that it can
decide on the validity of any foreign counterparts in
accordance with the appropriate foreign law. This is
despite the fact that, as mentioned above, patent validity
in Germany is subject to separate proceedings brought
before the German Federal Patents Court. If a defendant
raises the validity of any national patent(s) in the course
of infringement proceedings, the German courts will only
consider whether it should stay the infringement
proceedings on the basis that the validity of the national
patent(s) appear in doubt (for example, if ‘strong’ new
prior art is raised by the defendant).

Conversely, the Mannheim court has taken the same
position as the English courts finding that it does not
have jurisdiction to hear a claim in which the defendant
has been sued for patent infringement of the European
patent in a country other than that which has granted
the patent, if the validity of the foreign counterparts are
put in issue. 

It would appear that the possibility for the German
courts to grant cross-border patent injunctions is now
much more limited following the recent ECJ decisions.
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However, similar to the position discussed above in
connection with the Dutch courts, cross-border relief
may still be possible in certain circumstances, and points
1 – 3 above would appear to apply equally to the
German courts.

The decisions will certainly provide further impetus for
many in industry to call for a centralised European
Patents Court to be established as soon as possible,
enabling parties to litigate European patents on a
Europe-wide basis. Following the failed attempts by the
European Commission in Brussels (the executive arm of
the EU) to establish a new Community Patent (which
upon grant would take effect throughout the EU as a
single unitary patent and which could only be litigated in

specialised courts with jurisdiction for the whole of the
EU), the Commission is now looking more positively at
the proposals backed by many of Europe’s leading IP
Judges, known as the European Patent Litigation
Agreement (EPLA). Having recognised the problems of
the current patent litigation system in Europe, a working
party drawn from a group of EPC contracting states have
negotiated a draft agreement to create a single court
system which will deal with all post-grant patent
litigation concerning European Patents in those particular
countries. Although a number of issues remain to be
resolved, it is thought that we could see the EPLA
proposals – and therefore a common litigation court – in
force within two years.
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For further information

For further information, please contact any of the following:

Kevin Mooney, London 
T  +44 (0)20 7825 4480
E  kevin.mooney@simmons-simmons.com

Marc Döring, London 
T  +44 (0)20 7825 4967 
E  marc.doring@simmons-simmons.com

Peter Meyer, Düsseldorf
T  +49 (0) 2 11-4 70 53-42
E  peter.meyer@simmons-simmons.com

Francis van Velsen, Rotterdam
T  +31 (0)10 404 25 65
E  francis.vanvelsen@simmons-simmons.com
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